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DETAILED ACTION 

The finality of the prior Office Action is withdrawn and the claims are rejected as 
detailed below. 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-6, 10-12, and 38-40 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Hesser in view of Barbe. 

Hesser is directed towards a structural wall apparatus. 

Regarding claims 1, 38, and 39, Hesser discloses in figures 1, 2, 4, and 5, and in 
column 2, line 68, to column 4, line 27, a structural and insulated wall 10 having a 
plurality of panels 1 1 interconnected to each other. Each panel 1 1 has a metal skin 12 
and an inner skin 13 spaced by a uniform thick insulating material 14 which may be a 
foamed polymer, such as a polystyrene or polyurethane rigid foam, to form a structural 
lightweight panel 11. Col. 4, lines 11-14 disclose the skins 12,13 being metal. Each 
panel 1 1 has abutting attaching ends 15 and 16 with the end 15 having a metal lined 
tongue 17 and a metal lined groove 18 in which the metal lining continues from the inner 
and outer skins 13, 12. The panel end 16 has a metal lined groove 22 which exactly 
coincides and co-acts with the tongue 17 and has a tongue 23 which co-acts with the 
metal lined groove 18. Thus, when two panels 11 and 23 are connected, the tongue 17 
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is inserted into the groove 22 while the tongue 23 is inserted into the groove 18. Figure 
1 discloses the panels 1 1 configured so that the outer skins 12, 13 are aligned and in 
substantially abutting relationship to form a continuous surface. 

The foamed polymer is the claimed core and the skins 12, 13 the claimed metal 
sheet substrates. The foamed polymer has opposite major faces and end edges that 
extend between and are generally perpendicular to the major faces. The metal sheets 
12, 13 include opposite edges that are shaped to form end regions of the panel 1 1 . 
These end regions extend inboard of the core major surfaces and across each end 
edge of the core. Each end region contains a tongue 17, 23 and groove 18, 22. The 
tongues are projections and the grooves are channels. 

However, Hesser does not disclose disposing a paper covering on the metal 
skins 12, 13. 

Barbe discloses in column 1, lines 63-65, applying wallpaper on flat surfaces. 
Thus, implying that any material, including steel, can be used as long as it forms a flat 
surface. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Hesser to dispose a paper covering on the metal 
skins 12, 13. 

One of ordinary skill would be motivated to make such a modification to create an 
aesthetically pleasing panel. 

Claims 1 and 38 also recite "using finishing techniques". Even though product- 
by-process claims are limited by and defined by the process, determination of 
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patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If a product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process. 

Regarding claim 3, the grooves 18, 22 of Hesser are generally C-shaped in cross 
section incorporating opposite walls interconnected by a substantially flat base portion. 

Regarding claim 4, the opposite walls of the C-shaped channel meet the base at 
approximately 90 degrees. 

Regarding claims 5 and 6, the tongues 17, 23 have a cross sectional area that 
complements the cross section of the grooves 18, 22 so that the tongues 17, 23 of one 
panel fit in nesting engagement with the grooves 18, 22 of an other panel. 

Regarding claim 10, the disclosures of Hesser and Barbe are discussed above. 
However, neither Hesser nor Barbe disclose using a reactive hot melt adhesive to 
secure a paper covering to the metal sheets. As discussed above, Barbe discloses 
using a wet glued surface to secure the wallpaper 14 to a surface. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use any type of adhesive, including a reactive hot melt 
adhesive, to secure a paper covering to the skins 12, 13, since it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of 
its suitability for the intended use as a matter of design choice. 

One of ordinary skill would be motivated to make such a modification to secure 
the paper 4 to the skins 12,13. 
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Regarding claim 1 1, the disclosures of Hesser and Barbe are discussed above. 
Additionally, as discussed above, Barbe discloses wallpaper 14 glued to a surface. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to dispose a paper covering directly on the metal skins 12, 
13 of Hesser. 

One of ordinary skill would be motivated to make such a modification to 
adequately secure the paper to the metal panel. 

Regarding claims 12 and 40, even though product-by-process claims are limited 
by and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If a 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process. Examiner suggests canceling claims 12 and 40 because they do not 
contain structural limitations of the claimed building panel. 

Claims 2, 14, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hesser in view of Barbe and further in view of Meyerson. 

The disclosures of Hesser and Barbe are discussed above. Additionally, Barbe 
implies that the wallpaper 14 is decorative paper. However, neither Hesser nor Barbe 
discloses abutment surfaces extending generally perpendicular to the major faces of the 
panel; the paper sheeting being substantially the same as a plasterboard panel; the 
skins 12, 13 being made from mild steel, aluminum, tin, stainless steel, and galvanized 
steel; and, using a metal guage between .3 and 1 mm. 
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Meyerson discloses in figures 1-3 and in column 4, lines 7-13, a panel 10 
comprising a foam core 1 1 which is made from an insulating material which is relatively 
rigid such as expanded polystyrene. The foam core includes a front surface 12, a back 
surface 13 and two side or end surfaces 14 and 15. Side surface 14 of the foam 11 has 
a female configuration while side surface 15 of the foam 1 1 has a male configuration. 
The top 16 and bottom 17 surfaces of the foam core 1 1 are covered by metallic cladding 
18, 19, respectively, such as aluminum or steel. As disclosed in figure 3, the abutting 
end surfaces 14, 15 are perpendicular to the top 16 and bottom 17 surfaces. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the material surfaces 20, 21 , of Hesser, to be 
generally perpendicular to the major surfaces of panel 1 1 , to use paper sheeting 
substantially the same as a plasterboard panel, to make the skins 12, 13 from 
aluminum, and to make the guage of aluminum between .3 and 1mm. Additionally, it 
would have been an obvious matter of design choice to make the (skins 12, 13) 
aluminum between .3 and 1 mm thick, since applicant has not disclosed that doing so 
solves any stated problem or is for any particular purpose. Furthermore, it would have 
been an obvious matter of design choice to use another type of paper sheeting, since 
applicant has not disclosed that doing so solves any stated problem or is for any 
particular purpose. 

One of ordinary skill would be motivated to make such modifications to provide a 
safe, flush fit between panels, and to provide a strong aesthetically appealing panel. 
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Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hesser in 
view of Barbe and further in view of Meyerson. 

The disclosures of Hesser and Barbe are discussed above. However, neither 
Hesser nor Barbe disclose using a snap fit arrangement to connect panels. 

Meyerson's disclosure is discussed above. Additionally, Meyerson discloses in 
figures 1-3 using a snap-fit connection between the panels. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the tongues and grooves of Hesser to include 
interlocking means. 

One of ordinary skill would be motivated to make such a modification to 
temporarily hold the panels together before using the fasteners. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hesser in 
view of Barbe and further in view of Ehrlich. 

The disclosures of Hesser and Barbe are discussed above. However, neither 
Hesser nor Barbe discloses a panel major surface having a recess adjacent the end 
region. 

Ehrlich discloses in figure 2, panels 142a, 142b having coined or stepped down 
end sections 160a, 160b. The ends are stepped down so that logistics plate 152 is 
flush with the wall surface to form a smooth wall surface at the joints and to discourage 
snagging at the joints. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the panels of Hesser to include stepped down 
areas adjacent the panel ends. 

One of ordinary skill would be motivated to make such a modification to provide a 
smooth wall surface at the joints and to discourage snagging at the joints. 

Claim 9 also recites "by using finishing techniques". Even though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If a product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process. Examiner suggests canceling claims 12 and 
40 because they do not contain structural limitations of the claimed building panel. 

Allowable Subject Matter 

Claim 8 is allowed because it has been amended to include the subject matter of 
claims 1 and 7. 

Claim 19 and claims 22-31 depending therefrom, are allowed. Independent 
claim 19 is allowable because it has been amended to include the allowable subject 
matter from dependent claim 21 . 

Response to Arguments 

Applicant's arguments with respect to claims 1-7, 9-12, 14, 15, 19, 22-31, and 38- 
40 have been considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Kevin McDermott, whose telephone number is 703-308- 
8266. 
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